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DETAILED ACTION 

Acknowledgement is made of applicants' filing of the instant application as a 
Request for Continued Examination (RCE) under 37 CFR 1.1114, filed 07/17/08. 
Status of the Claims 
Claims 1-22, 24-59, 61-80, 84-88 are currently pending in this application. 
Claims 1-22, 24-59, 61-73, 76-78, 84, and 87-88 are withdrawn for being directed 
to non-elected subject matter. 

Claims 74-75, 79-80, and 85-86 are under examination. 

Claim of Priority 

Receipt of a non-English certified copy of the foreign priority application 
received 8/26/04 is acknowledged. 

Response to applicant's arguments/remarks 
Objection to the Specification 

The objection to the Title of the specification is withdrawn in view of the 
amendment. 
Rejection under 103(a) 

This rejection is withdrawn as applicant's arguments and claim amendment are 
found to overcome the rejection (see applicant's Response, received, 07/17/08, at 
pages 14-18). 



Nonstatutory obviousness-type double patenting (ODP) rejection 
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These rejections are maintained as applicant's arguments and claim amendment 
are not found to be sufficient to overcome these rejections made of record in the Office 
action, mailed 03/17/08, pages 9-10 (see applicant's Response, pages 18-19). 

Rejections 

Claim rejections - 35 USC 103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or (g) 
prior art under 35 U.S.C. 103(a). 

Deleted: 3 

Claims 74-75, 79-8g, and 85-86 are rejected under 103(a) for being 
unpatentable over Okada et al. (US Patent 5,463,009) and Suzuki et al. (US Patent 
6,759,052), in view of Yau (US Patent 6,109,921), in further view of Giron et al. (US 
Patent Application Pub. No. 2003/0067545 A1) and Chapman et al. (US Patent 
6,121,192). 

Claim 74 recites "[a] method for making up dark skin comprising applying to the 
skin at least one composition according to claim 1 , wherein the dark skin has a mean 
lightness L* of less than 60, as measured on a forehead, cheebones and chin, in a CIE 
1976 colorimetric space." The composition of claim 1 encompasses "a composition of 
foundation type comprising, in a physiologically acceptable medium, at least one 
colouring agent having reflectance of a yellow or orange coloration in a range from 550 
to 675 nm and reflective particles comprising at least one nacre, said composition 
having a hue angle h ranging from 40 degrees to 70 degrees, an a saturation C* 
ranging from 20 to 50." Claim 75 recites "at least one composition according to claim 
37, wherein the dark skin has a mean lightness L* of less than 60, as measured on a 
forehead, cheebones and chin, in a CIE 1976 colorimetric space." Claim 79 recites 
"comprising applying to the skin the first composition and the second composition 
according to claim 76 wherein; wherein the dark skin has a mean lightness L* of less 
than 60, as measured on a forehead, cheebones and chin, in a CIE 1976 colorimetric 
space." Claim 80 recites "comprising applying a first coat of the first and second 



Application/Control Number: 10/743,523 Page 5 

Art Unit: 1611 

compositions followed by applying, over art least a portion of said first coat, a second 
coat of the other of the first and second compositions." Claim 85 recites "[a] method for 
making up dark skin, the method comprising: applying to the skin a first composition 
comprising, in a first physiologically acceptable medium, at least one coloring agent 
having a reflectance of a yellow or orange coloration in a range from 550 to 675 nm, 
and a second composition comprising, in a second physiologically acceptable medium, 
at least reflective particles comprising at least one nacre, wherein: wherein the dark skin 
has a mean lightness L* of less than 60, as measured on a forehead, cheebones and 
chin, in a CIE 1976 colorimetric space." Claim 86 recites "comprising applying a first 
coat of one of the first and second compositions followed by applying, over at least a 
portion of said first coat, a second coat of the other of the first and second 
compositions." 

Okada et al. (US Patent 5,463,009) teach fluorine-modified silicone derived 
perfluoroalkyl water-repellant cosmetics for use in protecting the skin from water or for 
preventing makeup up from getting disordered by water or sweat in the form, for 
example, cosmetics for foundation (col. 1, line 17 col. 2, line 19; see cols. 11-13, 
Examples 4-8). Okada et al. disclose an evaluation method for applying the foundation 
for wearability, retention, and feel on the skin (col. 11, line 52 to col. 12, line 18). Okada 
et al. exemplify compositions comprising iron oxide red, yellow, and black = (= 
applicant's elected coloring agent), fluorine compounded-treated pigments, glycerin and 
water (cols. 1 1-12, Table 2). Okada et al. teach that the retention of the foundation was 
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evaluated in terms of the degree of removal of the foundation from the skin 8 hours after 
application. Okada et al. teach that other cosmetic ingredients may be included in the 
composition, including colorants, such as organic and inorganic pigments, organic dyes, 
as well as fluorine compound- treated pigment to prevent makeup from getting 
disordered due to sebum (col. 5, lines 25-49). Okada et al. exemplify compositions 
comprising iron oxide red, yellow, and black = (= applicant's elected coloring agent), 
fluorine compounded-treated pigments, and water (cols. 11-12, Table 2). 

Okada et al. do not teach compositions comprising mica brown iron oxide (i.e. 
applicant's elected reflective particle species), wherein said composition have and is 
silent regarding methods for making up dark skin or lightening dark skin comprising a 
composition having hue angle h ranging from 40 degrees to 70 degrees, an a saturation 
C* ranging from 20 to 50. 

Suzuki et al. (US Patent 6,759,052) teach a liquid eye shadow cosmetic 
composition comprising iron oxide coated titanated mica, perfluoropolyether, purified 
water (col. 22, Example 32). 

Yau (US Patent 6,109,921) teaches methods for making up dark skin using a 
mannequin model, including the application of foundations (col. 6, lines 14-47). Yau 
suggest that differences due to ethnic and/or racial origin need to be considered when 
applying makeup (col. 6, lines 14-47). 

Giron et al. (US Patent Application Pub. No. 2003/0067545 A1) is added to show 
the general state of knowledge regarding use of CIE 1976 color scheme. Giron et al. 
teach a calibration device that allows the acquisition of calorimetric coordinates at a 
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point of the image, which can be part of a reference colorimetric space, such as, for 
example the space according to the CIE 1976 CIELAB system; the calibration device 
permits the measurement of differences in color, shade and clarity, and is 
advantageous when a person's appearance is compared before and after a treatment 
with a care product or an application of a makeup. 

Chapman et al. (US Patent 6,121,192) is added to show the general state of 
knowledge regarding compositions comprising colorants and use of CIE and hue angles 
as parameters for expressing colors (col. 1, line 52 to col. 2, line 51). Champman et al. 
teach orange ink manufactured as a reference material and its CEILAB color 
coordinates measured at a status T density of 1 .49, wherein CIELAB was used to 
express colors in terms of three parameters. L*, a*, and b* (cols. 9-10). A plot of a* 
versus b* values for a color sample can be used to accurately show where that sample 
lies in color space i.e. hue (col. 10, lies 19-37). Champman et al. teach that color 
differences can also be expressed in terms of a hue angle and saturation C* (col. 10, 
lines 39-56). Champman et al. teach that an orange dye-donor element provides a close 
match to an orange printing ink control (col. 10, lines 57-60). It is noted that Chapman is 
being relied upon to only show that methods for determining CIELAB color coordinates 
with respect hue angles, and saturation C* are known. 

It is noted that active method steps of applying a composition comprising both 
coloring agents and reflective particles in the same composition are considered to be 
the functional equivalent of applying a composition/coat comprising the coloring agent 
as a separate composition (= a first composition or first coat) and applying a second 
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composition (or second coat) comprising the reflective particles because the end 
treatment effect would be the same in the absence of unexpected results. Further, it is 
the examiner's position that it would have been routine in the cosmetic art at the time 
the invention was made to modify the reflectance of the composition without undue 
experimentation. 

It would have obvious to a person of skill in the art at the time the invention was 
made to add the iron oxide coated titanated mica (= reflective material) composition as 
taught by Suzuki et al. to the composition comprising iron oxide (= coloring agent), and 
water ( = physiologically acceptable medium) taught by Okada et al. for additive coloring 
effects. One would have been motivated to add the iron oxide coated titanated mica 
composition to the composition comprising iron oxide (= coloring agent), and water ( = 
physiologically acceptable medium) because Okada et al. suggest that colorants may 
be added to the composition. Also, it would have been obvious to a person of skill in 
the art at the time the invention was made to treat dark skin as taught by Yau by 
applying the composition comprising iron oxide and iron oxide coated titanated mica to 
said skin for makeup effects. One would have been motivated to treat dark skin via by 
applying the composition via the mannequin model because Yau suggest that 
ethnic/racial differences need to be considered when applying makeup and both Okada 
et al. and Suzuki et al. teach makeup compositions. Further, it would have been obvious 
to a person of skill in the art at the time the invention was made to use the CIE 1976 
scheme taught by Giron et al. to determine the color coordinates of the coloring agents 
of the composition. One would have been motivated to use the CIE 1976 scheme to 
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determine the color coordinates of the coloring agent of the composition because Giron 
et al. teach a calibration device that allows the acquisition of calorimetric coordinates at 
a point of the image, which can be part of a reference colorimetric space, such as, for 
example the space according to the CIE 1976 CIELAB system calibration device 
permits the measurement of differences in color, shade and clarity, and which is 
advantageous when a person's appearance is compared before and after a treatment 
with a care product or an application of a makeup and Okada et al., Suzuki et al., and 
Yau all directed to methods of applying makeup. In addition, it would have been obvious 
to a person of skill in the art at the time the invention was made to modify the hue angle 
and saturation C* of the composition as taught by Chapman et al., including the instant 
claimed hue angle and saturation C*, for cosmetic effects. Although Champman is 
directed to ink composition, its teaching of methods for determining CIELAB color 
coordinates with respect hue angles, and saturation C* is considered to be relevant 
regarding the determination of CIELAB coordinates. One would have been motivated to 
modify the hue angle and saturation C* of the composition for cosmetic effects because 
both Chapman et al. and Giron et al. teach CIE 1976 color scheme, while both Okada et 
al., Suzuki et al. and Yau are directed to methods of applying makeup compositions 
comprising coloring agents. Hence, the cited art is found to be capable of performing 
the desired function. 

Thus, a person of skill in the art at the time the invention was made would have 
found it obvious to create the instant claimed invention with reasonable predictability. 
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Nonstatutory Obviousness-Type Double-Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 74-75, 79-80, and 85-86 are also rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 32-34 of copending U.S. Patent Application No. 11/172,977(Appl. '977), in 
view of Okada et al. (US Patent 5,463,009), Suzuki et al. (US Patent 6,759,052), and 
Yau (US Patent 6,109,921), and in further view of Giron et al. (US Patent 
Application Pub. No. 2003/0067545 A1) and Chapman et al. (US Patent 6,121,192). 

The above discussions of Okada et al. (US Patent 5,463,009), Suzuki et al. (US 
Patent 6,759,052), and Yau (US Patent 6,109,921 ), and in further view of Giron et al. 
(US Patent Application Pub. No. 2003/0067545 A1) and Chapman et al. (US Patent 
6,121,192). Reference claim 32 is directed towards a process for making up skin 
comprising a composition comprising a dye. Unlike the instant claims, the reference 
claims are not directed to a method of making up dark skin comprising applying a 
composition comprising reflective particles. However, it would have been obvious to a 
person of skill in the art at the time the invention was made to add reflective particles as 
to taught by the prior cited art for application to dark skin for additive cosmetic effect. 
One would have been motivated to add reflective particles to the composition for its 
additive cosmetic effect because the reference claims and the cited art are concerned 
with making up of the skin. 
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Thus, a person of skill in the art at the time the invention was made would have 
deemed the instant claims to be an obvious variant of the reference claims in view of 
the cited prior art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims of the copending applications have not in fact been patented. 

Claims 74-75, 79-80, and 85-86 are also rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 7, and 39-41 of US Patent 6,451,294, in view of Okada et al. (US Patent 
5,463,009), Suzuki et al. (US Patent 6,759,052), and Yau (US Patent 6,109,921), and 
in further view of Giron et al. (US Patent Application Pub. No. 2003/0067545 A1) 
and Chapman et al. (US Patent 6,121,192). 

The above discussions of Okada et al. (US Patent 5,463,009), Suzuki et al. (US 
Patent 6,759,052), and Yau (US Patent 6,109,921), and in further view of Giron et al. 
(US Patent Application Pub. No. 2003/0067545 A1) and Chapman et al. (US Patent 
6,121,192). 

Reference claim 7 is directed towards a method for making up human skin 
comprising applying a composition process for making up skin comprising a 
composition comprising a dye. Unlike the instant claims, the reference claims are not 
directed to a method of making up dark skin comprising applying a composition 
comprising reflective particles. However, it would have been obvious to a person of skill 
in the art at the time the invention was made to add reflective particles as to taught by 
the prior cited art for application to dark skin for additive cosmetic effect. One would 
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have been motivated to add reflective particles to the composition for its additive 
cosmetic effect because the reference claims and the cited art are concerned with 
making up of the skin. 

Thus, a person of skill in the art at the time the invention was made would have 
deemed the instant claims to be an obvious variant of the reference claims in view of 
the cited prior art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charlesworth Rae whose telephone number is 571-272- 
6029. The examiner can normally be reached between 9 a.m. to 5:30 p.m. Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila G. Landau, can be reached at 571-272-0614. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http:pair-direct.uspto.gov. 
Should you have any questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 800-217-9197 (toll-free). If you would like 
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assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

8 October 2008 
/C. R.l 

Examiner, Art Unit 1611 



/Sharmila Gollamudi Landau/ 

Supervisory Patent Examiner, Art Unit 161 1 



